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DETAILED ACTION 
Claim Rejections - 35 USC §112 

1 . The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter, which the applicant regards as his invention. 

2. Claims 1,2, 5, 9, 13, 12, 14, 41, and 46 are rejected under 35 U.S.C. 112, 
second paragraph, as being indefinite for failing to particularly point out and distinctly 
claim the subject matter which applicant regards as the invention. 

In re John Covell Collier, 55CCPA-; 397 F. 2d 1003; 158 USPQ 266, Claim- 
Indefmiteness- Combination- Structural Relationships Between Elements not Positively 
Recited- 35 U.S.C. 112, second Paragraph. The respective statements in the claims, 
i.e. "operable to", "available for", and "adapted to" are about intended uses, capabilities, 
and structures which will result upon the performance of future acts is not a positive 
structural limitation. The claim does not positively recite structural relationships of the 
elements in its recitation of what may or may not occur. In this sense it fails to comply 
with section 1 12, second paragraph, in failing distinctly to claim what applicant presents 
as his actual invention. 

The main fault is indefiniteness in the sense that things, which may be done, are 
not required to be done. For example, operable to " combine, maintain, receive, 
manage, collect, store, grant, etc. " have the possibility of happening and are therefore 
not clear, concise, and concrete actions. These cannot be regarded as structural 
limitations and therefore not as positive limitations in a claim directed to structure. They 
cannot therefor be relied on to distinguish from the prior art. 
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1 . The Applicant uses the terminologies, "operable to", "available for" and "adapted 
to" as intended uses and capabilities, which will result upon the performance of future 
acts, as positive limitations. However, the Board has established that in a recitation of 
what may or may not occur, does not comply with section 112, second paragraph, in 
failing to distinctly claim what the Applicant describes as his actual invention. Collier, In 
re, 397 F.2d 1003, 158 USPQ 266 (CCPA.1968) 2163, 2163.05, 2172.01, 21 73.05(k) 

2. The uses of the terms "operable to", "available for" and "adapted to" may be done 
but are not required to be done. Therefore, these cannot be regarded as positive 
limitations in the claims and cannot be relied on to distinguish from the prior art. 

3. Claim 78 is rejected under 35 U.S.C. 112, second paragraph, as being indefinite 
for failing to particularly point out and distinctly claim the subject matter which applicant 
regards as the invention. 

4. The Applicant uses the terminology, "may be used", as intended use and 
capability, which will result upon the performance of a future act, as a positive limitation. 
However, the Board has established that in a recitation of what may or may not occur, 
does not comply with section 112, second paragraph, in failing to distinctly claim what 
the Applicant describes as his actual invention. Collier, In re, 397 F.2d 1003, 158 USPQ 
266 (CCPA 1968) 2163, 2163.05, 2172.01, 21 73.05(k) 

5. The use of the term "may be used", may be done but is not required to be done. 
Therefore, it cannot be regarded as a positive limitation in the claims and cannot be 
relied on to distinguish from the prior art. 

6. Claims 1-22, 41-49 and 60-87 are pending in the Application. 
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Information Disclosure Statement 

7. The information disclosure statement (IDS) submitted on 8/17/2005 was filed 
after the mailing date of the Application on 12/14/2000. The submission is in 
compliance with the provisions of 37 CFR 1 .97. Accordingly, the examiner is 
considering the information disclosure statement. 

8. 

Claim Rejections - 35 USC § 103 

1 . The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

2. Claims 1-22, 41-49 and 60-87 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Downs etal. U.S. Patent 6,226,618 [Downs], Dorak, Jr. U.S. 
Patent 6,389,403 [Dorak], and further in view of Swiz et al. U.S. Patent 6,718,551 
[Swiz]. 

3. 

As per claims 1 , 41 f 60 and 78: 
Downs discloses: 

a content database for storing the media content offering delivered from said 
content management system; Col. 8, lines 55-67. 
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a rack operable to receive the media content offering from said content 
management system, said rack including a file repository for storing media content 
associated with the media content offering; Col. 8, lines 55-67. and 

a server adapted to distribute media content stored in said file repository. Col. 8, 
lines 55-67. 

a processor operable to combine media assets and metadata. Fig. 1 . 

Downs discloses the claimed invention except for a content management system 
having a processor operable to combine media assets and metadata based on selected 
groupings of the consumers to create a media content offering for each selected 
grouping of the consumers, said content management system being operable to select 
the media content offering for distribution to the selected groupings of the consumers 
based on at least one of a geographical location, a bit rate service, a service provider, 
and a contractual term and to aggregate the selected media content offering into a 
rollout available for exhibition to the consumers. However, Downs does teach about 
data mining, Col. 11, lines 12-15 and broadcasting to customers based upon their 
preferences and buying habits. Col. 71, lines 25-40, Col. 72, lines 5-18, and Col. 78, 
lines 20-67. Further, Downs disclose create a media content offering for each selected 
grouping of the consumers. Fig. 1B. 

Swiz teaches that it is known in the art to provide a content management system 
having a processor operable to combine media assets and metadata based on selected 
groupings of the consumers to create a media content offering for each selected 
grouping of the consumers, said content management system being operable to select 
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the media content offering for distribution to the selected groupings of the consumers 
based on at least one of a geographical location, a bit rate service, a service provider, 
and a contractual term and to aggregate the selected media content offering into a 
rollout available for exhibition to the consumers. Col. 3, lines 25-65, Col. 4, lines 20-30, 
Col. 5, lines 1-20, 45-50, Col. 7, lines 15-67, Col. 8, lines 15-25, lines 55-67, Col. 9, 
lines 1-5, and col. 12, lines 5-12. 

It would have been obvious to one having ordinary skill in the art at the time the 
invention was made to provide the data mining and selecting the type of information to 
broadcast to their customers of Downs with a content management system having a 
processor operable to combine media assets and metadata based on selected 
groupings of the consumers to create a media content offering for each selected 
grouping of the consumers, said content management system being operable to select 
the media content offering for distribution to the selected groupings of the consumers 
based on at least one of a geographical location, a bit rate service, a service provider, 
and a contractual term and to aggregate the selected media content offering into a 
rollout available for exhibition to the consumers, of Swiz, in order to target and enhance 
the content provided to the customer to promote customer loyalty and acceptance. 

Downs further disclose: 

a subscriber management system for creating a plurality of subscriber accounts, 
said subscriber management system including at least one processor and at least one 
medium for storing subscriber account information, said processor being operable to 
maintain the subscriber accounts and includes a procedure for billing the subscriber 
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accounts, said subscriber management system being operable to group individual 
consumers into the selected groupings for receiving selected media content -offering 
specific for at least one of the selected groupings. Col. 11, lines 8-15, Col. Col. 34, lines 
55-67, Col. 42, lines 35-65. 

Downs discloses the claimed invention except for based on selected groupings of 
the consumers. Dorak teaches that it is known in the art to provide data based on 
selected groupings of the consumers. Col. 7-8, lines 1-67. It would have been obvious 
to one having ordinary skill in the art at the time the invention was made to provide the 
Electronic content delivery system of Downs with the distribution based on selected 
groupings of the consumers of Dorak, in order to provide focused and relevant data to a 
predisposed consumer. 

As per claim 2: 

Downs further discloses: 

wherein said processor of said subscriber management system is operable to 
manage consumer-related information, further comprising a database for storing the 
consumer related information. Col. 10, lines 1-45. 
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As per claim 3: 

Downs further discloses: 

wherein the consumer-related information includes billing information. Col. 10, 
lines 1-45. 

As per claim 4: 

Downs further discloses: 

wherein the consumer-related information includes demographical information. 
Col. 10, lines 1-45. 

As per claims 5 and 70: 
Downs further discloses: 

wherein said processor of said subscriber management system is operable to 
collect information associated with the use of media content selected from the media 
content offering by each consumer. Col. 11, lines 1-29. 

As per claim 6: 

Downs further discloses: 

wherein the content use information includes consumer media content 
preferences. Col. 24, lines 5-35. 
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As per claim 7: 

Downs further discloses: 

wherein the content use information includes an amount of time each consumer 
uses the selected media content. Col. 52, lines 9-31 . 

As per claim 8: 

Downs further discloses: 

wherein the media content offering is programmed to expire after a fixed interval 
of time. Col. 59, lines 35-67. 

As per claim 9: 

Downs further discloses: 

wherein said content database is adapted to store a plurality of media content 
offerings to form a composite media content offering. Col. 69, lines 28-67. 

As per claims 10, 47, 71 and 86: 
Downs further discloses: 

wherein said content database is refreshed to change the composition of the 
composite media content offering. Col. 71, lines 9-35. 
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As per claims 1 1 , 48, 67,68, 83 and 84: 
Downs further discloses: 

wherein said server is a web server, further comprising a video file repository for 
storing video associated with the media content offering and a video server. Col. 73, 
lines 12-40. 

As per claims 12, 49, 62 and 63: 
Downs further discloses: 

a licensing server operable to grant a license to each consumer requesting use 
of selected media content requiring the license upon a determination that the consumer 
is permitted to use selected media content. Col. 22, lines 25-65. 

As per claim 13: 
Downs further discloses: 

wherein the license includes a decryption key program adapted to decrypt media 
content that is encrypted. Col. 12, lines 53-67. 

As per claims 14 and 61 : 
Downs further discloses: 

wherein said processor is operable to check an accounts database and 
determine whether the consumer is permitted to use the selected media content. Col. 
59, lines 35-55. 
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As per claims 1 5 and 64: 
Downs further discloses: 

further comprising an ad manager for targeting advertisements to the consumers. 
Col. 70, lines 6-35. 

As per claims 16 and 65: 
Downs further discloses: 

wherein the groupings of consumers are arranged based on consumer-related 
information associated with each consumer of each group. Col. 74, lines 7-65. 

As per claims 1 7, 66 and 74: 
Downs further discloses: 

wherein the consumer-related information includes demographics of members of 
each selected group of consumers. Col. 45, lines 29-65. 

As per claims 18 and 75: 
Downs further discloses: 

wherein the consumer-related information includes geographic locations of 
members of each selected group of consumers. Col. 45, lines 29-65. 
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As per claim 19: 
Downs further discloses: 

wherein said content database is located locally to each selected group of 
consumers. Col. 72, lines 5-45. 

As per claim 20: 
Downs further discloses: 

wherein said file repository and said server are located locally to each selected 
group of consumers. Col. 72, lines 5-45. 

As per claims 21 and 76: 
Downs further discloses: 

wherein the consumer-related information includes content usage by members of 
each selected group of consumers. Col. 72, lines 5-45. 

As per claims 22 and 77: 
Downs further discloses: 

wherein the content usage includes viewing habits by members of each selected 
group of consumers. Col. 72, lines 5-45. 
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As per claims 42 and 79: 
Downs further discloses: 

wherein the at least one business rule includes a geographic location of 
members of each selected group. Col. 71-72, lines 1-67. 

As per claims 43 and 80: 
Downs further discloses: 

wherein the at least one business rule specifies a provider to be used to deliver 
the media content offering to the selected group of consumers. Col. 72, lines 5-45. 

As per claims 44 and 81 : 
Downs further discloses: 

wherein the at least one business rule includes a price for association with at 
least one of the media assets in the media content offering. Col. 45, lines 29-65. 



As per claims 45 and 82: 
Downs further discloses: 

wherein the at least one business rule includes-a time frame during which one or 
more of the media assets are available for access by the selected group of consumers. 
Col. 81, lines 3-56. 
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As per claim 46: 
Downs further discloses: 

wherein said content database is adapted to store a plurality of media content 
offerings to form a composite media content offering. Col. 1 1, lines 1-29. 

As per claims 69 and 85: 
Downs further discloses: 

receiving the request for the media content offering by one of the consumers and 
delivering the selected media content offering over at least one of a DSL, satellite 
network, cable network, and wireless network. Col. 6, lines 49-55. 

As per claims 72 and 87: 

Downs does not expressly show wherein said step of refreshing is based at least 
in part on the demographics of members of each selected group of consumers. 
However, Downs does disclose directly tracking customer buying patterns. Col. 75, lines 
37-40. 

These differences are only found in the nonfunctional descriptive material and 
are not functionally involved in the steps recited. The refreshing of the data on each of 
the selected group of consumers steps would be performed the same regardless of the 
data. Thus, this descriptive material will not distinguish the claimed invention from the 
prior art in terms of patentability, see In re Gulack, 703 F.2d 1381, 1385, 217 USPQ 
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401, 404 (Fed. Cir. 1983); In re Lowry 32 F.3d 1579, 32 USPQ2d 1031 (Fed. Cir. 
1994). 

Therefore, it would have been obvious to a person of ordinary skill in the art at 
the time the invention was made to refresh data on each of the selected groups with any 
type of data relating to the customers because such data does not functionally relate to 
the steps in the method claimed and because the subjective interpretation of the data 
does not patentably distinguish the claimed invention. 

As per claim 73: 

Downs does not expressly show wherein said step of refreshing is based at least 
in part on the viewing habits of members of each selected group of consumers. 
However, Downs does disclose directly tracking customer buying patterns. Col. 75, lines 
37-40. 

These differences are only found in the nonfunctional descriptive material and 
are not functionally involved in the steps recited. The refreshing of the data on each of 
the selected group of consumers steps would be performed the same regardless of the 
data. Thus, this descriptive material will not distinguish the claimed invention from the 
prior art in terms of patentability, see In re Gulack, 703 F.2d 1381 , 1385, 217 USPQ 
401, 404 (Fed. Cir. 1983); In re Lowry, 32 F.3d 1579, 32 USPQ2d 1031 (Fed. Cir. 
1994). 

Therefore, it would have been obvious to a person of ordinary skill in the art at 
the time the invention was made to refresh data on each of the selected groups with any 
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type of data relating to the customers because such data does not functionally relate to 
the steps in the method claimed and because the subjective interpretation of the data 
does not patentably distinguish the claimed invention. 

Examiner's Note: Examiner has cited particular columns and line numbers in the 
references as applied to the claims below for the convenience of the applicant. 
Although the specified citations are representative of the teachings in the art and are 
applied to the specific limitations within the individual claim, other passages and figures 
may apply as well. It is respectfully requested from the applicant, in preparing the 
responses, to fully consider the references in entirety as potentially teaching all or part 
of the claimed invention, as well as the context of the passage as taught by the prior art 
or disclosed by the examiner. 

Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Daniel L. Greene whose telephone number is 571-272- 
6707. The examiner can normally be reached on M-Thur. 8am-6pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, James P. Trammell can be reached on 571-272-6712. The fax phone 
number for the organization where this application or proceeding is assigned is 571- 
273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 




Daniel L. Greene 
Examiner 
Art Unit 3621 



10/17/2005 



